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        Changing Policies 

   Universities update and change policies regularly, including intellectual property 

policies. When policies change, university administrators must be sure that these updates 

incorporate individuals and activities that were covered under prior policies. This case is 

also an example of how a seemingly unambiguous policy can be used to against a 

university to extend litigation.  

  In Senkan v. Illinois Institute of Technology (1994), Dr. Senkan asserted that he 

was due additional royalty revenue. In 1982, Illinois Institute of Technology‟s (ITT‟s) 

revenue sharing policy provided for an incremental sliding scale of revenue sharing, with 

up to 50% going to the inventor after specific costs were recouped.  In 1989, IIT 

implemented a new policy which provided for lower amounts of royalties for inventors. 

Dr. Senkan‟s invention was identified in 1987 – between the two policies – but an 

agreement with Dow Chemical Company was executed later, under the 1989 policy.  

   The court spent time looking at individual words of the two policies, “net income” 

and “proceeds” being two such examples. The words were not used in the same way in 

the two policies, so the court did not allow the institution to say the 1989 policy absorbed 

and superseded the 1982 policy. Ultimately, the court relied on documents and actions of 

Dow in determining that Dr. Senkan was not entitled to additional royalty revenue. 

The Value of an Indemnification Clause 

  In a number of cases, the university was dragged into court because it purchased 

or otherwise used an allegedly infringing invention. Safe Bed Technologies v. KCI USA, 

Inc. (2004) involved hospital beds used by Loyola University hospital. Luckily for 

Loyola, their contact with KCI legally required KCI to indemnify Loyola for any costs 
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associated with an infringement lawsuit. Three additional cases involved a university 

using an allegedly infringing product: ProBatter, Inc. v. Joyner Technologies, Inc.(2006)  

and Baum Research and Development Co., Inc.  v. University of Massachusetts – Lowell 

(2009) both involved baseball machinery; Spinturf v. Southwest Recreational Facilities 

(2004) involved turf installed at Villanova University.  

In each of these three cases, the institution was an innocent user of the allegedly 

infringing product but was nonetheless a named additional defendant to the suit. It is 

unclear from the reported cases whether or not the universities were indemnified by the 

corporations which sold them the questionable products. For universities which draft their 

own purchase agreements and contracts, a standard boilerplate clause about 

indemnification in case of infringement could save significant amounts of time and 

money.   

   Threats to the Bayh-Dole Act: A Pending Supreme Court Decision 

 On February 28, 2011, the Supreme Court heard oral arguments in Board of 

Trustees of Leland Stanford Junior University v. Roche Molecular Systems, Inc. (2011).  

The Court will decide whether patents developed from federally-funded research vest 

automatically in the inventor (e.g. the professor) or in the federal contractor (e.g. Stanford 

University).   

 The patent at issue covers kits used to detect and quantify the level of HIV in 

blood. The method used in these kits was developed by Cetus, a company later acquired 

by Roche. The kit itself, however, was developed by Stanford researcher Dr. Mark 

Holodiny during a stint as a visiting researcher at Cetus.  Stanford had secured funding 
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from the National Institutes of Health to support this research, which therefore fell under 

the Bayh-Dole Act. 

  Stanford believed it had obtained a valid written assignment of patent rights from 

Dr. Holodiny when he signed its “Copyright and Patent Agreement” at the start of his 

employment with Stanford. This agreement used the phrase “agree to assign,” which the 

Federal Court of Appeals in 2009 construed as conveying only an intent to assign patents 

rights at a later time.  

Because Stanford believed it was the rightful assignee of Dr. Holodiny‟s work, 

Stanford did not execute an additional, research-specific assignment agreement with Dr. 

Holodiny prior to his work at Cetus. Unfortunately, he also assigned his rights to Cetus in 

exchange for access to the technology he needed to develop the kit.  Specifically, Dr. 

Holodiny signed Cetus‟ mandatory Visitor‟s Confidentiality Agreement, which included 

language stating that Dr. Holodiny assigned to Cetus any patents resulting from his work 

at Cetus. Roche maintains that when they acquired Cetus, they also acquired its 

assignment rights for Dr. Holodiny‟s work. Stanford sued Roche for infringement in 2005 

and the case has been in litigation since then.  

The U.S. government has sided with Stanford, filing an amicus brief and arguing 

that the Bayh-Dole Act flipped around the traditional patent law that gives ownership to 

the inventor, so that ownership rights now vest in the contactor (and government) when 

federal funds are involved. Even Senator Birch Bayh, co-author of the Bayh-Dole Act, 

sided with Stanford, stating that this lawsuit threatens both the purpose and policy behind 

the Act. 
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If the Supreme Court holds that under the Bayh-Dole Act, patent rights vest 

automatically in Stanford as the contractor for federal funds, the lack of a research- or 

patent-specific assignment agreement is largely irrelevant. If, however, the Court 

determines that the rights continue to vest in the inventor, as traditional patent law 

proscribes, Stanford will lose its claim to this patent and the associated millions of dollars 

of licensing revenue.  

The Supreme Court is expected to issue its ruling by June 27, 2011, the end of its 

current session. The decision will impact not only universities, but all other federally 

funded projects which have benefited from the Bayh-Dole Act. Regardless of which way 

the Court rules, its decision will necessitate a change the way universities address patent 

assignment agreements with employees and faculty.  If the Court rules that patent rights 

vest in the contract-university, one possible result is that assignment agreements become 

at thing of the past.  

If, however, the Court rules patent rights vest in the inventor, one possible result 

will be an increase in both the frequency and specificity of assignment agreements 

executed between universities and their faculty and staff.  Another result may be that 

Congress will attempt to change this judicial decree by passing additional legislation 

drafted specifically to overcome whatever deficiencies the Court cites in the Act, thereby 

making the language of the Bayh-Dole Act match Congress‟ policy intentions. There 

would be a gap, however, between the judicial order and the passage of new legislation 

which would leave uncertain the status of an unknown number of patents. Whichever 

way the Court rules, one this is quite likely: there will be an increase in litigation to 

address inventions perfected while the lawsuit was pending.  
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Recommendations for Future Research 

 This study included 171 lawsuits litigated since the passage of the Bayh-Dole Act 

in 1980. Because 90+% of lawsuits settle before reaching trial, research into the 

institutions which were not present in this study could be informative. This includes large 

research institutions such as the University of Maryland – College Park, Ohio State 

University, Princeton University, the University of Virginia, and many others that also 

have Research University – Very High classification as well as high rates of patent 

ownership, yet are not represented in this study. Research could determine if there are 

particular activities or policies at these institutions which have eliminated their 

participation in patent litigation or if they have been sued by the litigation was dropped or 

settled early, hence the records are unattainable.  

There were 23 lawsuits given an “indeterminate” disposition because the lawsuit 

was still active in the courts. An area for future research is to track these through to their 

final disposition. This will be especially interesting for Stanford University v. Roche, as 

noted above. Given that indeterminate dispositions made up 40% of the lawsuits in this 

study, it would be interesting to see if the data and analysis significantly changed by 

tracking these lawsuits through to a final disposition.   

 It has been nearly two years since the Carolina Express Agreement was 

introduced. In the short-term, it would be of interest to compare time-to-market rates of 

patented inventions using the Agreement versus those that draft original agreements for 

commercialization activities. In the long-term, research should be done to track the 

frequency of patent litigation for Agreement inventions versus non-Agreement 

inventions, as well as the characteristics of the lawsuits and their parties. It will also be of 
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interest to see if other universities or states adopt a similar approach to commercializing 

patents.   

Concluding Thoughts  

  Universities have long had a special but particular role when it comes to inventing 

knowledge. They are afforded wide latitude in what is researched in exchange for the 

belief that through their efforts, important and beneficial innovations will be developed 

for the greater good. The Bayh-Dole Act of 1980 acknowledged that universities had 

significant inventions which needed the support of legislation to be fully delivered to the 

public. In the last 30 years since Bayh-Dole, universities have not only benefited from 

increasing patent ownership and their accompanying royalty revenues, but have been 

impacted by increased involved in costly patent litigation. 

 The typical university involved in patent litigation is a public institution with a 

Research University – Very High Carnegie Classification but has only been involved in 

one or two patent lawsuits total. There are a few notable outliers, however. The 

University of California system and Massachusetts Institute of Technology are frequent 

litigants, each participating in double-digit lawsuits during the 30 years, and Wellesley 

College is the only institution with a Baccalaureate classification.  

The typical lawsuit has the university as lead plaintiff, most likely defending its 

interest in a pharmaceutical patent. The university most likely claims that the defendant is 

infringing their patent, and the defendant is most likely a corporation which competes 

with a university licensee in the marketplace.  

Although the data support these generalizations, it is the outlier cases which are 

the most interesting and provide the best cautionary tales from which for universities can 
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learn. These lessons can best be put to use by an effective Technology Transfer Office. 

By having in-house counsel with expertise in patent law and in various scientific subject 

areas, a university can proactively work with campus constituents groups while 

knowledgably supervising external counsel.  This combination of efforts has the greatest 

likelihood of minimizing universities‟ risk of patent litigation in the long run.  
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APPENDIX A: GLOSSARY OF LEGAL TERMS 

 

Best Mode The legal requirement that an inventor must disclose in the 

patent application what he identified as the preferred 

embodiment or components of the invention. 

Court of Appeals for 

the Federal Circuit 

The Constitutional requirement that courts can only hear cases 

in which there is an actual dispute over which the courts have 

the authority to issue a binding ruling. See also Standing.  

Case or Controversy Appellate level court with national jurisdiction to hear appeals 

of cases related to patent law. 

Default Judgment* Judgment against a defendant because he failed to defend 

against the plaintiff‟s charge, often by failing to appear in 

court. 

Eleventh Amendment 

Immunity* 

state government, including its various entities, cannot be sued 

without its consent. Voluntarily benefiting from a federal 

program, such as the patent system, abrogates this immunity on 

that issue.  

 

Experimental Use  (1) If an inventor engages in public experimentation of an 

invention more than 1 year prior to the patent application filing 

date, it will not constitute a bar to patentability provided that 

the inventor at all times maintains control over the invention. 

(2) A defense to a charge of infringement, used by an inventor 

who did not obtain permission to use a patented invention prior 

to using it for research-related purposes.  

 

Failure to Join an 

Indispensible Party 

A party required to be included in a case because their interest 

could inevitably be affected by the court‟s judgment in a case. 

See also Standing. 

Failure to State a Claim  See “Motion to Dismiss” 

Injunctive Relief A court order to compel or prevent a specific action. A 

preliminary injunction is temporary and is issued at the start of 

a lawsuit. A permanent injunction is issued at the end of a final 

hearing.  

 

Interference* During the patent prosecution, an intervention request by a 

party believing they have priority to the subject matter of a 

pending patent application.  

 

Judgment as a Matter of 

Law (JMOL)* 

A party‟s request that the court rule in its favor prior to 

determination by a jury, or after an unfavorable jury decision, 

based on the belief that there is no legal foundation to support 

a ruling for the other party. Also known as Motion for Directed 

Verdict.   
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Motion for Directed 
Verdict* 

A party‟s request that the court rule in its favor prior to 
determination by a jury based on the belief that there is no 

legal foundation to support a ruling for the other party. Also 

known as Judgment as a Matter of Law.  

 

Motion to Dismiss* A party‟s request to the court to dismiss the case due to 

settlement, voluntary withdrawal, or due to a procedural defect 

in the other party‟s actions.  

 

Non-obviousness The legal requirement that a patent can only issue to something 

that was not an obvious extension or combination of other, 

existing patents.  

 

Novelty The legal requirement that a patent can only issue to something 

identical has never been patented or otherwise available 

publicly.  

 

Partial Summary 

Judgment* 

A summary judgment ruling limited to only some portions of a 

case.   

Plant Patent A patent covering an asexually reproducing plant species.  

Patent Prosecution The process of applying for a patent. 

Patentable Subject 

Matter 

The legal requirement that a patent can only issue to an 

invention that is “new and useful” and is a machine, 

manufacture, composition of matter, or an improvement on 

something in existence.  

Personal Jurisdiction* The court‟s power to exercise its authority over a person or 

corporate entity. Often based on property ownership or other 

business activities. See also Subject Matter Jurisdiction. 

Precedent* The prior decisions of a court furnish the basis for deciding 

later cases involving similar issues or fact patterns. 

Prior Art An umbrella term for information, in any format, about an 

invention given to the public. Includes permitted publications, 

speeches, other patents, etc. as well as ones made 

impermissible by timing.   

Public Use Bar There can be no offer to sell or public use made more than 1 

year prior to the filing of a patent application. Evidence of such 

activities renders the invention ineligible for a patent.  

Publication Bar There can be no printed publication, speech, or public 

presentation made more than 1 year prior to the filing of a 

patent application. Evidence of such activities renders the 

invention ineligible for a patent.  

Res Judicata* A case that was previously decided by the courts cannot be 

revisited if it involves the same parties and issues/facts. 

Stare Decisis* The requirement that lower courts must follow the rulings of 

upper level courts when issuing judicial decisions on the same 
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point of law. See also Precedent.  

Standing* A party‟s right to make a legal claim or seek judicial 

assistance. Requires an actual injury that can be redressed by 

the limited power of the courts.  

Statute of Limitations* Statutory dictated time limit for filing a lawsuit.  

Statutory Bars The prohibition on certain acts occurring more than 1 year 

prior to the date a patent application is filed. Evidence of such 

activities renders the invention ineligible for a patent. See also 

Publication, Prior Art, Experimental Use.  

Stay* Temporary postponement of a legal proceeding.  

 

Subject Matter 

Jurisdiction* 

The court‟s power to exercise its authority over specific issues 

or types of lawsuits. See also Personal Jurisdiction.  

Summary Judgment, 

Motion for*: 

A party‟s request to the court to enter judgment without a trial 

because there is no legal foundation to support a ruling for the 

other party. A judgment granted when there is no genuine issue 

of material fact upon which the law can provide relief. See also 

Partial Summary Judgment.  

Utility The requirement that a patented invention must be useful.  

Utility Patent A patent covering tangible machines, compositions of matter, 

or methods/processes which create a changed product.  

Venue* The legally permissible place for a trial to occur due to a 

connection between the location and the issue in the case.  

Writ of Certiorari* An order issued by an appellate court, at its discretion, 

ordering a lower court to deliver it a case for review. Used by 

the U.S. Supreme Court to review cases and decide which ones 

to hear. 

Written Description 

Requirement 

The legal requirement that the inventor provides sufficient 

detail in the patent application so that another inventor, 

familiar with that subject area, could make and use the 

patented invention. Addresses both written text describing the 

invention and pictorial representations included in the patent 

application. See also Enablement.  

 

 

* Definition adapted from Blacks Law Dictionary (Garner, B., 1996).  

  



190 

 

 

 

 

 

 

 

 

 

 

 

 

 

 

 

APPENDIX B: 

ALL LAWSUITS INCLUDED IN THE STUDY WITH  

PARTY STATUS AND FINAL YEAR REPORTED 
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University* Π / Δ Π Δ Citation
#
 

Last Year 

Reported
##

 

Universities on both sides** ** University of California University of Iowa  

455 F.3d 1371 2006 

Auburn University P Auburn University International Business 

Machines, Inc.  2009 WL 3757049 2009 

Binghamton University D Ogindo DeFleur 2008 WL 5105157 2008 

Boston University P Boston University Beacon Laboratories, 

Inc.  270 F. Supp.2 d 88 2003 

Boston University P Cree, Inc. Bridgelux, Inc.  2007 WL 3010532 2007 

Brigham Young University D Suprex Corp.  Lee Scientific, Inc.  660 F.Supp. 89 1987 

Brigham Young University P Brigham Young 

University 

Pfizer, Inc.  

262 F.R.D. 637 2009+ 

California Institute of 

Technology 

D Puerta California Institute of 

Technology  1999 U.S. App. 

LEXIS 18263 1999 

California Institute of 

Technology 

D Huang California Institute of 

Technology 2004 WL 2296330 2004 

California Institute of 

Technology D Intuitive Surgical, Inc.  

California Institute of 

Technology 2007 WL 1150787 2007 

Carnegie Mellon University P Carnegie Mellon 

University 

Hoffmann-La Roche, 

Inc. 
541 F.3d 115 2008 

Carnegie Mellon University D Maravelli Carnegie Mellon 

University 2009 WL 3055300 2009 

Catholic University of 

America 

P Kemin Foods, L.C. Pigmentos Vegetales 

Del Centro S.A. de 

C.V. 464 F.3d 1339 2006 

Catholic University of 

America 

P Kemin Foods, L.C. Omniactive Health 

Technologies, Inc.  
654 F. Supp. 2d 1328 2009 

Clemson University D Salman Clemson University 1991 WL 285291 1991 

Columbia University P Trustees of Columbia 

University in City of 

New York 

Roche Diagnostics 

GmbH 

343 F. Supp. 2d 35 2004 
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University* Π / Δ Π Δ Citation
#
 

Last Year 

Reported
##

 

Columbia University D Biogen Idec MA Inc. Trustees of Columbia 

University in City of 

New York 332 F. Supp. 2d 286 2004 

Columbia University P Pharmacia Corp.  Par Pharmaceutical, 

Inc. 417 F.3d 1369 2005 

Columbia University D Stern Trustees of Columbia 

University in City of 

New York 434 F.3d 1375 2006 

Columbia University, 

Stanford University D MedImmune, Inc. Centocor, Inc. 409 F.3d 1376 2005 

Cornell University D Teknekron Software 

Systems, Inc.  

Cornell University 

1993 WL 215024 1993 

Cornell University  Tenneco Oil Co.  Vector Magnetics, Inc.  1998 WL 12781 1998 

Cornell University P Cornell Research 

Foundation, Inc 

Hewlett Packard Co 

654 F. Supp. 2d 119 2009+ 

Duke University D Madey Duke University 413 F. Supp. 2d 

6012006 2006 

Duke University  Duke Elan 2006 WL 267185 2006 

Emory University P Emory University Glaxo Wellcome, Inc.  1997 WL 854942 1997 

Emory University D Biochem Pharma, Inc. Emory University 148 F. Supp. 2d 11 2001 

Emory University P Emory University Nova Biogenetics Inc 2008 WL 2945476 2008 

Florida State University P Board of Education of 

Florida 

American Bioscience, 

Inc. 

125 Fed. Appx. 284 2005 

Harvard University   D Invitrogen Harvard University 578 F. Supp. 2d 248 2008 

Harvard University   p AsymmetRx Inc.  Dako Denmark 626 F. Supp. 2d 192 2009 

Harvard University, 

Massachusetts Institute of 

Technology 

p Amgen, Inc. Ariad Pharmaceuticals, 

Inc. 

549 Fed. Appx. 549 2009 
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University* Π / Δ Π Δ Citation
#
 

Last Year 

Reported
##

 

Harvard University, 

Massachusetts Institute of 

Technology 

P Ariad Pharmaceuticals Eli Lilly and Co. 

560 F.3d 1366 2009+ 

Illinois Institute of 

Technology 

d Senkan Illinois Institute of 

Technology 1994 U.S. App. 

LEXIS 7201 1994 

Iowa State University P 

Iowa State University 

Research Foundation, 

Inc. Murata Machinery, Ltd. 991 F.2d 811 1993 

Iowa State University P 

Iowa State University 

Research Foundation, 

Inc. Greater Continents Inc 81 Fed. Appx. 344 2003 

Iowa State University, 

Vanderbilt University 

P Iowa State University 

Research Foundation, 

Inc. 

Wiley Organics, Inc. 

125 Fed. Appx. 291 2005 

Johns Hopkins University P Johns Hopkins Univ. CellPro, Inc. 

152 F.3d 1342 1998 

Johns Hopkins University D Peyman Johns Hopkins 

University 2001 U.S. Dist. 

LEXIS 2776 2001 

Johns Hopkins University P Nexell Therapeutics, 

Inc.  

AmCell Corp 

199 F. Supp. 2d 197 2002 

Johns Hopkins University P In re Cruciferous Spout 

Litigation 

Johns Hopkins 

University 
301 F.3d 1343 2003 

Johns Hopkins University P Johns Hopkins 

University 

Datascope Corp.  

543 F.3d 1342 2008 
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University* Π / Δ Π Δ Citation
#
 

Last Year 

Reported
##

 

Johns Hopkins University P Brassica Protection 

Products, LLC 

Caudill Seed & 

Warehouse Co. Inc 

591 F. Supp. 2d 389 2008 

Kansas State University 

Research Foundation 

P Water Technologies 

Corp. 

Calco, Ltd. 

714 F.Supp. 899 1989 

Kent State University D Advanced Display 

System, Inc. 

Kent State University 

212 F.3d 1272 2002 

Loma Linda University 

Medical Center 

P Optivus Technology, 

Inc.  

Ion Beam Applications 

S.A. 
469 F.3d 978 2006 

Loyola University of Chicago 

 

MediGene Ag Loyola of Chicago 

2001 U.S. Dist. 

LEXIS 25269 2001 

Loyola University of Chicago 

Health Systems 

d Safe Bed Technologies 

Co.  

KCI USA, Inc. 

2004 WL 2044277 2004 

Loyola University of Chicago 

Hospital  D 

Coulter Electronics, 

Inc.  Smithkline Corp.  1982 WL 52110 1982 

Massachusetts Institute of 

Technology  

P Massachusetts Institute 

of Technology  

Ab Fortia, Pharmacia 

774 F.2d 1104 1985 

Massachusetts Institute of 

Technology  

P Massachusetts Institute 

of Technology  

Lockheed Martin 

Global 

Telecommunications 

251 F. Supp. 2d 1006 2003 

Massachusetts Institute of 

Technology  

p Akamai Technologies Speedera Networks 

344 F.3d 1186 2003 
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University* Π / Δ Π Δ Citation
#
 

Last Year 

Reported
##

 

Massachusetts Institute of 

Technology  

p Akamai Technologies Cable & Wireless 

Internet Services 
344 F.3d 1186 2003 

Massachusetts Institute of 

Technology  

P Massachusetts Institute 

of Technology  

ImClone Systems Inc 

498 F. Supp. 2d 435 2007 

Massachusetts Institute of 

Technology  

P Massachusetts Institute 

of Technology  

Abacus Software +200 

Others 

2007 WL 6475811 2007 

Massachusetts Institute of 

Technology  

P Eli Lilly Teva Pharmaceuticals 

2007 WL 6475811 2007 

Massachusetts Institute of 

Technology  

p 

Massachusetts Institute 

of Technology  

Micron Technology IN 508 F. Supp. 2d 112 2007 

Massachusetts Institute of 

Technology  

P Massachusetts Institute 

of Technology  

Harman Inter'l 

Industries 

584 F. Supp. 2d 297 2008 

Massachusetts Institute of 

Technology  

P Convolve Compaq and Seagate 

Technology 
643  F. Supp. 2d 336 2008 

Massachusetts Institute of 

Technology  

 Biopolymer 

Engineering  

Immudyne 

2009 WL 2143550 

2009 

Massachusetts Institute of 

Technology  

 Biopolymer 

Engineering  

Immunocorp and 

Biotech Pharmacon 
2009 WL 1255452 

2009 

Massachusetts Institute of 

Technology, Tufts 

University, Wellesley 

College P 

New England Medical 

Center Hospitals, Inc.  Peprotech, Inc.  1996 WL 715525 1996 
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University* Π / Δ Π Δ Citation
#
 

Last Year 

Reported
##

 

Massachusetts Institute of 

Technology, University of 

Massachusetts 

D Max-Planck-

Gessellschaft Zure 

Forderung Der 

Wissenschaften E.V. 

Whithead Institute for 

Biomedical Research 

650 F. Supp. 2d 114 2009+ 

New Jersey Institute of 

Technology P 

New Jersey Institute of 

Technology 

Medjet, Inc. and 

Graham & James, LLP 47 Fed. Appx. 921 2002 

New York University P Genzyme Corp.  Transkaryotic 

Therapies, Inc 2001 WL 1530375 2001 

New York University P New York University E. Piphany, Inc.  2006 WL 559573 2006 

New York University P New York University Autodesk, Inc. 

495 F. Supp. 2d 369 2007 

New York University P Centocor Ortho 

Biotech, Inc.  

Abbott Laboratories 

669 F. Supp.2d 756 2009+ 

North Carolina State 

University P Michael Foods, Inc 

Papetti's Hygrade Egg 

Products, Inc. 31 F.3d 1177 1994 

North Carolina State 

University 

d Sunny Fresh Foods, 

Inc. 

Michael Foods, Inc. 

130 Fed. Appx. 459 2005 

Oregon Health & Science 

University 

P Oregon Health & 

Services University 

Vertex 

Pharmaceuticals, Inc.  

233 F. Supp. 2d 1282 2002 

Purdue University D Cook Group, Inc.  

Purdue Research 

Foundation 2002 WL 1610951 2002 

Queens University at 

Kingston 

D Varrin Queen's University at 

Kingston 2002 U.S. Dist. 

LEXIS 16580 2002 
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University* Π / Δ Π Δ Citation
#
 

Last Year 

Reported
##

 

Queen's University at 

Kingston 

P Queen's University at 

Kingston 

Kinedyne Corp.  

1996 WL 370170 1996 

Queen's University at 

Kingston P 

DUSA 

Pharmaceuticals, Inc.  

New England 

Compounding 

Pharmacy, Inc. 232 F.R.D. 153 2005 

Queen's University of 

Belfast, University of 

Saskatchewan 

D Intervet, Ltd. Merial, Ltd.  

2008 WL 2411276 2008+ 

Rockefeller University P Rockefeller University Centocor, Inc. 

2006 WL 1679416 2006 

Rutgers University P Rutgers U.S.  41 Fed. Cl. 764 1998 

South Dakota State 

University, University of 

Minnesota 

 

Boehringer Ingelheim 

Vetmedica, Inc.  Schering-Plough Corp.  68 F. Supp. 2d 508 1999 

St. Louis University  D Orchid Biosciences Inc St. Louis University  198 F.R.D. 670 2001 

St. Louis University, 

Dartmouth College 

P Medtronic Navigation, 

Inc. 

Brainlab Medizinische 

Computersystems 

Gmbh 2008 WL 4452137 2008 

Stanford University P Stanford University Coulter Corp.  117 F.R.D. 532 1987 

Stanford University D RSA Data Security, Inc.  Cylink Corp. 

1996 WL 671239 1996 

Stanford University P Incyte Pharmaceuticals, 

Inc.  

Affymetrix, Inc.  

131 F. Supp. 2d 1154 2000 
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University* Π / Δ Π Δ Citation
#
 

Last Year 

Reported
##

 

Stanford University P 

Stanford University 

Visible Genetics, Inc.  

2002 WL 31119949 2002 

Stanford University D Biogen, Inc.  Schering AG 954 F. Supp. 391 2003 

Stanford University D Globespanvirata, Inc. Texas Instruments, Inc. 

2005 WL 984346 2006 

Stanford University P Stanford University Tyco Intern., Ltd 253 F.R.D. 524 2008 

Stanford University P Stanford University Motorola 314 Fed. Appx. 284 2008 

Stanford University P 

Stanford University 

Roche Molecular 

Systems, Inc. 
583 F.3d 832 2009+ 

State University of New York  P 

Research Foundation of 

State University of New 

York Luminex Cor.  2008 WL 4822276 2008 

Temple University P S.S. White Burs, Inc.  Neo-Flo, Inc.  2003 WL 21250553 2003 

Texas A&M University P Trinity Industries, Inc.  Road Systems, Inc.  

235 F. Supp. 2d 547 2002 

Tulane University P 

Administrators of 

Tulane Educational 

Fund Biomeasure, Inc 2009 WL 38357522 2009 

University of Arkansas D Pennington Seed, Inc. Produce Exchange  

457 F. 3d 1334 2006 
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University* Π / Δ Π Δ Citation
#
 

Last Year 

Reported
##

 

University of California P Regents of University 

of California 

Howmedica, Inc.  

530 F. Supp. 846 1982 

University of California D Ciba-Geigy Corp.  Alza Corp.  1993 WL 90412 1993 

University of California D Brown Regents of University 

of California 
866 F. Supp. 439 1994 

University of California P Regents of University 

of California 

Eli Lilly and Co. 

119 F.3d 1559  1997 

University of California P Regents of the 

University of California 

Oncor, Inc.  

1997 WL 670674 1997 

University of California D Genentech, Inc. Regents of University 

of California 
143 F.3d 1446 1998 

University of California P Regents of University 

of California 

Hansen 

1999 WL 33268424 1999 

University of California D Kucharczyk Regents of University 

of California 
48 F. Supp. 2d 964 1999 

University of California 

P/D 

*** 

University of California Veterinary Centers of 

America, Inc.; 

Synbiotics; Brown 

1999 U.S. Dist. 

LEXIS 1741 1999 

University of California D New Star Lasers, Inc.  

University of California 

63 F. Supp. 2d 1240 1999 

University of California P University of California Actagro, LLC 

102 Fed. Appx. 681 2004 
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University* Π / Δ Π Δ Citation
#
 

Last Year 

Reported
##

 

University of California P Biagro Western Sales, 

Inc. 

Grow More, Inc. 

423 F.3d 1296 2005 

University of California P Eolas Technologies, 

Inc.  

Microsoft Corp.  

457 F.3d 1279 2005 

University of California P Regents of University 

of California 

Monsanto Corp.  

2005 WL 3454107 2005 

University of California P Lizardtech, Inc. Earth Resource 

Mapping, Inc. 433 F.3d 1373 2006 

University of California P Regents of University 

of California 

Micro Therapeutics, 

Inc.  

507 F. Supp. 2d 1074 2007 

University of California P Regents of University 

of California 

Dakocytomation Cal., 

Inc 

615 F. Supp. 2d 1087 2009 

University of Chicago  D Chou University of Chicago 254 F.3d 1347 2001 

University of Chicago D Expert Microsystems 

University of Chicago 2009 WL 1949103 2009 

University of Colorado P University of Colorado American Cyanamid 

Co.  
342 F.3d 1298 2003 

University of Delaware D Watts University of Delaware 622 F.2d 47 1997 

University of Florida P University of Florida 

Research Foundation, 

Inc.  

Orthovita, Inc.  

1998 WL 34007129 1998 

University of Florida P University of Florida 

Research Foundation, 

Inc.  

Bio-Engineered 

Supplements 

586 F.3d 1376 2009 
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University* Π / Δ Π Δ Citation
#
 

Last Year 

Reported
##

 

University of Idaho D Sharafabadi University of Idaho 2009 WL 4432367 2009 

University of Illinois P Competitive 

Technologies, Inc. 

Fujitsu, Ltd.  

185 Fed. Appx. 958 2006 

University of Kansas P University of Kansas 

Center for Research, 

Inc.  

U.S. 

2009 WL 2877645 2009 

University of Kentucky  P Oakwood Laboratories Tap Pharmaceutical 

Products, Inc.  
2003 WL 22400759 2004 

University of Massachusetts P University of 

Massachusetts 

Roslin Institute 

437 F. Supp. 2d 57 2006 

University of Massachusetts - 

Lowell 

D Baum Research and 

Development Co., Inc.  

University of 

Massachusetts - Lowell 

2009 WL 4646992 2009 

University of Michigan P Regents of the 

University of Michigan 

Genesearch, LLC 

81 Fed. Appx. 335 2002 

University of Michigan P Regents of University 

of Michigan 

Bristol-Meyers Squibb 

Co 

301 F. Supp. 2d 633 2003 

University of Michigan P Repligen Corp. 

Bristol-Meyers Squibb 

Co 2006 WL 2038561 2006 

University of Minnesota D Intermedics Infusaid, 

Inc.  

Regents of University 

of Minnesota 
804 F.2d 129 1986 

University of Minnesota D Amylin 

Pharmaceuticals, Inc.  

Regents of University 

of Minnesota 

1998 WL 119511 1998 
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University* Π / Δ Π Δ Citation
#
 

Last Year 

Reported
##

 

University of Minnesota P Regents of University 

of Minnesota 

Glaxo Wellcome, Inc.  

58 F. Supp. 2d 1036 1999 

University of Minnesota P Regents of the 

University of 

Minnesota 

AGA Medical 

Corporation 

660 F. Supp. 2d 1037 2009+ 

University of Missouri D Vas-Cath, Inc.  Curators of University 

of Missouri 
473 F.3d 1376 2007 

University of Nebraska P Intervet, Intl. Merial Ltd. 2008 WL 1837257 2008 

University of Nebraska P Board of Regents of the 

University of Nebraska 

BASF Corp 2008 U.S. Dist. 

LEXIS 27655 2008 

University of Nebraska - 

Lincoln 

D Biby University of Nebraska 

at Lincoln 
419 F.3d 845 2005 

University of New Mexico P University of New 

Mexico 

Knight and Scallen 

116 Fed. Appx. 258 2004 

University of North Dakota P 

University of North 

Dakota 

James Hardie Research 

Pty, Ltd 2007 WL 1521055 2007 

University of Northern Iowa D ProBatter Sports, LLC Joyner Technologies, 

Inc 
2006 WL 140655 2006 

University of Pennsylvania P University Patents, Inc.  Kligman 

762 F. Supp. 1212 1991 

University of Pennsylvania D Eli Lilly & Co Schreiber 2006 WL 3248443 2006 

University of Pennsylvania D Therien University of 

Pennsylvania 2006 U.S. Dist 

LEXIS 746 2006 

University of Phoenix, Inc.  D 

Digital-Vending 

Services, Int'l LLC 

University of Phoenix, 

Inc.  2009 WL 3161361 2009 
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University* Π / Δ Π Δ Citation
#
 

Last Year 

Reported
##

 

University of Pittsburgh P University of Pittsburgh Hedrick 

542 F.3d 513 2008 

University of Pittsburgh P University of Pittsburgh Townsend 

569 F.3d 1328 2008 

University of Pittsburgh P University of Pittsburgh Varian Medical 

Systems, Inc. 
569 F.3d 1328 2009+ 

University of Rochester D 

B.V. Optische Industrie 

De Oude Delft Hologic, Inc.  925 F. Supp. 162 1996 

University of Rochester P University of Rochester G.D. Searle & Co., Inc. 

375 F.3d 1303 2004 

University of South Florida P 

University of South 

Florida Sherman & Shalloway 

1994 U.S. Dist. 

LEXIS 4793 1994 

University of Sydney  Respironics, Inc.  ResMed, Ltd 2001 U.S. Dist 

LEXIS 24355 2001 

University of Technology at 

Sydney 

P Ventrassist Pty Ltd Heartwave, Inc.  

377 F. Supp. 2d 1278 2005 

University of Tennessee D Kersavage University of Tennessee 731 F.Supp. 1327 1989 

University of Texas 

 

University of Texas 

Nippon Tel. & Tel. 

Corp. 478 F.3d 274 2007 

University of Texas P 

University of Texas 

BENQ America Corp. 

533 F.3d 1362 2008 

University of Texas System D US Popovich 820 F.2d 124 1987 

University of Texas System 

 

Tegic Communications 

Corporation University of Texas 458 F.3d 1335 2006 
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University* Π / Δ Π Δ Citation
#
 

Last Year 

Reported
##

 

University of Texas System P 

University of Texas 

Eastman Kodak Co. 

2006 WL 505444 2006 

University of Toronto D Deprenyl Animal 

Health, Inc.  

University of Toronto 

Innovations Foundation 
161 F. Supp. 2d 1272 2001 

University of Utah D Promega Corp.  Lifecodes Corp. 1999 U.S. Dist. 

LEXIS 21094 1999 

University of Utah P Cephalon, Inc.  Barr Laboratories, Inc.  389 F. Supp. 2d 602 2005 

University of Virginia P Biosyntec, Inc.  Baxter Healthcare 

Corp.  746 F. Supp. 5 1990 

University of Washington D Eli Lilly & Co. University of 

Washington 
334 F.3d 1264 2003 

University of West Virginia P University of West 

Virginia 

VanVoorhies 

278 F.3d 1288 2002 

University of Wisconsin 

Medical Foundation D Intel Corp.  

University of 

Wisconsin System 

2009 U.S. Dist. 

LEXIS 35332 2009 

University of Texas D Xechem Intern., Inc. University of Texas 382 F.3d 1324 2004 

Vanderbilt University D Invitrogen Corp 

Oxford Biomedical 

Research, Inc. 2008 WL 5423207 2008 

Vanderbilt University P Vanderbilt University ICOS Corp. 

594 F. Supp. 2d 482 2009+ 

Villanova University  D Sprinturf, Inc.  Southwest Recreational 

Industries, Inc.  
2004 WL 96751 2004 

Wake Forest University P Kinetic Concepts, Inc.  Bluesky Medical Corp. 

554 F.3d 1010 2009 
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University* Π / Δ Π Δ Citation
#
 

Last Year 

Reported
##

 

West Virginia University 

Research Corporation 

D Martin Marietta 

Materials, Inc.  

Bedford Reinforced 

Plastics, Inc.  

2006 WL 2422578 2006 

Yale University D Fenn Yale University 184 Fed. Appx. 21 2006 

Yale University P Enzo Biochem, Inc.  Applera Corp. 
2009 WL 405831 2009 

 

 

* When participating co-parties, universities are listed here alphabetically, regardless of how they are named in the lawsuit.  

**One lawsuit involved one university suing another university.  

 

*** Multiple lawsuits involved the same patent and the university was both plaintiff and defendant in different lawsuits. 

 

#The citation from the last reported case is identified.  

 

##2009+ indicates that the researcher has verified that the lawsuit has continued past the end of this study‟s timeline.
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APPENDIX C: 

PUBLIC/PRIVATE/LAND GRANT STATUS  

OF PARTICIPATING INSTITUTIONS 

 

University Public 

Private: 

Not For 

Profit 

Private: 

For 

Profit 

Land 

Grant 

Status Other Info 

Auburn University x     x   

Binghamton University x         

Boston University   x       

Brigham Young University   x       

California Institute of 

Technology 
  x 

      

Carnegie Mellon University   x       

Catholic University of 

America 
  x 

      

Clemson University x     x   

Columbia University   x       

Cornell University   x   x   

Dartmouth College   x       

Duke University   x       

Emory University   x       

Florida State University x     x   

Harvard  College   x       

Illinois Institute of 

Technology 
  x 

      

Iowa State University x     x   

Johns Hopkins University   x       

Kansas State University 

Research Foundation 

x   

  x 

Foundation engaged in 

tech transfer 

exclusively for KSU 

Kent State University x         

Loma Linda University 

Medical Center 
  x 

    Medical School/Center 

Loyola University of Chicago   x       

Massachusetts Institute of 

Technology 
  x 

  x   

Michigan State University x     x   

New Jersey Institute of 

Technology 
x   

      

New York University   x       

North Carolina State 

University 
x   

  x   

Oregon Health & Science 

University 
x   

    Medical School/Center 

Purdue University x     x   

Queen's University at 

Kingston 
x   

    Canadian Institution 

Queen's University of Belfast x       Irish Institution 
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University Public 

Private: 

Not For 

Profit 

Private: 

For 

Profit 

Land 

Grant 

Status Other Info 

Rockefeller University   x       

Rutgers University x     x   

South Dakota State University  x     x   

St. Louis University      x       

Stanford University   x       

SUNY Research Foundation 

x   

  x 

Foundation engaged in 

tech transfer for all 

SUNY campuses 

Temple University x         

Texas A&M University x     x   

Tufts University    x       

Tulane University   x       

University of Arkansas x     x   

University of California x     x   

University of California - San 

Francisco 
x   

  x Medical School/Center 

University of Chicago   x       

University of Colorado 

Foundation 

x   

  x 

Foundation owns 

patents developed at 

all CO campuses 

University of Delaware x     x   

University of Florida x     x 

 University of Idaho x     x 

 University of Illinois x     x 

 University of Iowa x       

 University of Kansas x       

 University of Kentucky  x     x 

 University of Massachusetts x     x 

 University of Massachusetts - 

Lowell 
x 

    x 

 University of Michigan x       

 University of Minnesota x     x 

 University of Missouri x       

 University of Nebraska x       

 University of New Mexico x       

 University of North Dakota x       

 University of Northern Iowa x       

 University of Pennsylvania x       

 University of Phoenix - 

Online Campus 
    

x     

University of Pittsburgh x         

University of Rochester   x       

University of Saskatchewan  x       Canadian Institution 

University of South Florida x         

University of Sydney x       Australian Institution 

University of Technology at 

Sydney 
    

    Australian Institution 

University of Tennessee x     x   

University of Texas x     x   

University of Texas M.D. x       Other Health 
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University Public 

Private: 

Not For 

Profit 

Private: 

For 

Profit 

Land 

Grant 

Status Other Info 

Anderson Cancer Center Professions 

University of Toronto         Canadian Institution 

University of Utah x         

University of Virginia x         

University of Washington x         

University of Wisconsin  x     x   

Vanderbilt University   x       

Villanova University    x       

Wake Forest University   x       

Walden University     x     

Wellesley  College   x       

University of West Virginia 

University Research 

Corporation 

x   

  x 

Corporation engaged 

in tech transfer 

exclusively for WVU 

Yale University   x       
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APPENDIX D: 

 CARNEGIE CLASSIFICATION OF  

PARTICIPATING INSTITUTIONS   



210 

 

 

 

 

 

University 

Research 

University - 

Very High 

Research 

University - 

High 

Doctorate-

Granting 

University 

Baccalaureate 

Colleges - Arts 

& Sciences 

Master's 

College - 

Larger 

Programs 

Special 

Focus 

Institution Other Info 

Auburn University   x           

Binghamton University   x           

Boston University x             

Brigham Young University     x         

California Institute of Technology x             

Carnegie Mellon University x             

Catholic University of America   x           

Clemson University x             

Columbia University x             

Cornell University x             

Dartmouth College x             

Duke University x             

Emory University x             

Florida State University x             

Harvard  College x             

Illinois Institute of Technology   x           

Iowa State University x             

Johns Hopkins University x             

Kansas State University Research 

Foundation 

  x         

Foundation 

engaged in tech 

transfer 

exclusively for 

KSU 

Kent State University   x           

Loma Linda University Medical 

Center 
          x 

Medical 

School/Center 

Loyola University of Chicago   x           
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University 

Research 

University - 

Very High 

Research 

University - 

High 

Doctorate-

Granting 

University 

Baccalaureate 

Colleges - Arts 

& Sciences 

Master's 

College - 

Larger 

Programs 

Special 

Focus 

Institution Other Info 

 Massachusetts Institute of 

Technology 
x           

  

Michigan State University x             

New Jersey Institute of Technology   x           

New York University x             

North Carolina State University x             

Oregon Health & Science 

University 
          x 

Medical 

School/Center 

Purdue University x             

Queen's University at Kingston 
x           

Canadian 

Institution 

Queen's University of Belfast x           Irish Institution 

Rockefeller University x             

Rutgers University x             

South Dakota State University    x           

St. Louis University      x           

Stanford University x             

SUNY Research Foundation 

x           

Foundation 

engaged in tech 

transfer for all 

SUNY 

campuses 

Temple University   x           

Texas A&M University x             

Tufts University  x             

Tulane University x             

University of Arkansas x             

University of California x             

University of California - San           x Medical 
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University 

Research 

University - 

Very High 

Research 

University - 

High 

Doctorate-

Granting 

University 

Baccalaureate 

Colleges - Arts 

& Sciences 

Master's 

College - 

Larger 

Programs 

Special 

Focus 

Institution Other Info 

Francisco School/Center 

University of Chicago x             

University of Colorado Foundation 

x           

Foundation 

owns patents 

developed at all 

CO campuses 

University of Delaware x             

University of Florida x             

University of Idaho   x           

University of Illinois x             

University of Iowa x             

University of Kansas x             

University of Kentucky  x             

University of Massachusetts x             

University of Massachusetts - 

Lowell 
  x         

  

University of Michigan x             

University of Minnesota x             

University of Missouri x             

University of Nebraska x             

University of New Mexico x             

University of North Dakota   x           

University of Northern Iowa         x     

University of Pennsylvania x             

University of Phoenix - Online 

Campus 
    x       

  

University of Pittsburgh x             

University of Rochester x             
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University 

Research 

University - 

Very High 

Research 

University - 

High 

Doctorate-

Granting 

University 

Baccalaureate 

Colleges - Arts 

& Sciences 

Master's 

College - 

Larger 

Programs 

Special 

Focus 

Institution Other Info 

University of Saskatchewan  
x           

Canadian 

Institution 

University of South Florida x             

University of Sydney 
x           

Australian 

Institution 

University of Technology at Sydney 
x           

Australian 

Institution 

University of Tennessee x             

University of Texas x             

University of Texas M.D. Anderson 

Cancer Center 
          x 

Other Health 

Professions 

University of Toronto 
x           

Canadian 

Institution 

University of Utah x             

University of Virginia x             

University of Washington x             

University of Wisconsin  x             

Vanderbilt University x             

Villanova University          x     

Wake Forest University   x           

Walden University     x         

Wellesley  College       x       

West Virginia University Research 

Corporation 

  x         

Corporation 

engaged in tech 

transfer 

exclusively for 

WVU 

Yale University x             
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APPENDIX E:  

 

NUMBER OF LAWSUITS PER INSTITUTION 

 

 

University 

 

Number of 

Lawsuits 

Auburn University 1 

Binghamton University 1 

Boston University 2 

Brigham Young University 2 

California Institute of Technology 3 

Carnegie Mellon University 2 

Catholic University of America 2 

Clemson University 1 

Columbia University 5 

Cornell University 3 

Dartmouth College 1 

Duke University 2 

Emory University 3 

Florida State University 1 

Harvard  College 4 

Illinois Institute of Technology 1 

Iowa State University 3 

Johns Hopkins University 6 

Kansas State University Research 

Foundation 

1 

Kent State University 1 

Loma Linda University Medical Center 1 

Loyola University of Chicago 3 

Massachusetts Institute of Technology 16 

Michigan State University 1 

New Jersey Institute of Technology 1 

New York University 4 

North Carolina State University 1 

Oregon Health & Science University 1 

Purdue University 1 

Queen's University at Kingston 3 

Queen's University of Belfast 1 

Rockefeller University 1 

Rutgers University 1 

South Dakota State University  1 

St. Louis University    2 

Stanford University 10 

SUNY Research Foundation 1 

Temple University 1 

Texas A&M University 1 

Tufts University  1 

Tulane University 1 

University of Arkansas 1 

University of California 15 
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University 

 

Number of 

Lawsuits 

University of California - San Francisco 3 

University of Chicago 2 

University of Colorado Foundation 1 

University of Delaware 1 

University of Florida 2 

University of Idaho 1 

University of Illinois 1 

University of Iowa 1 

University of Kansas 1 

University of Kentucky  1 

University of Massachusetts 2 

University of Massachusetts - Lowell 1 

University of Michigan 3 

University of Minnesota 5 

University of Missouri 1 

University of Nebraska 3 

University of New Mexico 1 

University of North Dakota 1 

University of Northern Iowa 1 

University of Pennsylvania 3 

University of Phoenix  1 

University of Pittsburgh 3 

University of Rochester 2 

University of Saskatchewan  1 

University of South Florida 1 

University of Sydney 1 

University of Technology at Sydney 1 

University of Tennessee 1 

University of Texas 5 

University of Texas M.D. Anderson Cancer 

Center 

1 

University of Toronto 1 

University of Utah 2 

University of Virginia 1 

University of Washington 1 

University of Wisconsin  1 

Vanderbilt University 3 

Villanova University  1 

Wake Forest University 1 

Walden University 1 

Wellesley  College 1 

University of West Virginia University 

Research Corporation 

1 

Yale University 2 
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